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-The MAILING DATE of this communication appears on the cover sheet with the correspondence address « 

THE REPLY FILED 07 April 2004 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 
Therefore, further action by the applicant is required to avoid abandonment of this application. A proper reply to a 
final rejection under 37 CFR 1.113 may only be either: (1) a timely filed amendment which places the application in 
condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for Continued 
Examination (RCE) in compliance with 37 CFR 1.114. 

PERIOD FOR REPLY [check either a) or bj] 

a) The period for reply expires 3_months from the mailing date of the final rejection. 

b) CH The period for reply expires on: (1 ) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In no 

event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

ONLY CHECK THIS BOX W HEN THE FIRST REPLY WAS FILED WITHIN TWO MONTHS OF THE FINAL REJECTION. See MPEP 

706.07(f). 

Extensions of time may be obtained under 37 CFR 1 .136(a). The date on which the petition under 37 CFR 1 .136(a) and the appropriate extension fee 
have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee under 
37 CFR 1 .1 7(a) is calculated from: (1 ) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as set forth in 
(b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

1 .□ A Notice of Appeal was filed on . Appellant's Brief must be filed within the period set forth in 

37 CFR 1.192(a), or any extension thereof (37 CFR 1.191(d)), to avoid dismissal of the appeal. 

2. D The proposed amendment(s) will not be entered because: 

(a) □ they raise new issues that would require further consideration and/or search (see NOTE below); 

(b) □ they raise the issue of new matter (see Note below); 

(c) □ they are not deemed to place the application in better form for appeal by materially reducing or simplifying the 

issues for appeal; and/or 

(d) □ they present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: . 

3. M Applicant's reply has overcome the following rejection(s): the rejection under 35 USC 112. paragraph 2 . 

4. D Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment 

canceling the non-allowable claim(s). 

5.I3 The a)D affidavit, b)D exhibit, or c)M request for reconsideration has been considered but does NOT place the 
application in condition for allowance because: See Continuation Sheet . 

6.D The affidavit or exhibit will NOT be considered because it is not directed SOLELY to issues which were newly 

raised by the Examiner in the final rejection. 
7M For purposes of Appeal, the proposed amendment(s) a)D will not be entered or b)|3 will be entered and an 

explanation of how the new or amended claims would be rejected is provided below or appended. 

The status of the claim(s) is (or will be) as follows: 
Claim(s) allowed: none . 
Claim(s) objected to: none . 
Claim(s) rejected: 1-73,101-129 . 
Claim(s) withdrawn from consideration: . 

8. D The drawing correction filed on is a)D approved or b)D disapproved by the Examiner. 

9. D Note the attached Information Disclosure Statement(s)( PTO-1449) Paper No(s). 
10O Other: 
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Continuation of 5. does NOT place the application in condition for allowance because: it is agreed that Wang expresses a preference for 
temperatures under 600 C for the TiN deposition step and there is some basis for extending this temperature preference to another step. 
However, the plasma treatment being a wholly different step gives reason to separate the disclosure of preferred temperatures for the two 
steps. The reference discloses the effect of temperature on the film stress of the TiN film produced [0033]. The reference exemplifies a 
single temperature of the annealing step which is 580 C (Table 2 and [0045]). It would have been within the scope of one of ordinary skill 
in the art to employ the recited temperture with the expectation that the disclosed concomitant disavantage of increased film stress would 
be obtained. Furthermore, as stated in the office action mailed 2/4/04, although not taught as a preferred 
embodiment, Wang teaches this embodiment nonetheless, and disclosed examples 
and preferred embodiments do not constitute a teaching away from a broader 
disclosure or nonpref erred embodiments* In re Susi, 16 9 USPQ 423 (CCPA 
1971) . "A known or obvious composition does not become patentable simply 
because it has been described as somewhat inferior to some other product for 
the same use." In re Gurley, 31 USPQ2d 1130, 1132 (Fed- Cir. 1994). A 
reference may be relied upon for all that it would have reasonably suggested 
to one having ordinary skill the art, including nonpref erred embodiments. 
Merck & Co. v. Biocraft Laboratories, 874 F.2d 804, 10 USPQ2d 1843 (Fed. 
Cir.), cert, denied, 493 U.S. 975 (1989). Even a teaching away from a 
claimed invention does not render the invention patentable. See Celeritas 
Technologies Ltd. v. Rockwell International Corp., 150 F.3d 1354, 1361, 47 
USPQ2d 1516, 1522-23 (Fed. Cir. 1998), where the court held that the prior 
art anticipated the claims even though it taught away from the claimed 
invention. "The fact that a modem with a single carrier data signal is shown 
to be less than optimal does not vitiate the fact that it is disclosed. " To 
further clarify, a prior art opinion that a claimed invention is not 
preferred for a particular limited purpose, does not preclude utility of the 
invention for that or another purpose, or even pref erability of the invention 
for another purpose. Also see MPEP 2144.05 11(A) which states In the case 
where the claimed ranges "overlap or lie inside ranges disclosed by the prior 
art" a prima facie case of obviousness exists. In re Wertheim, 541 F.2d 257, 
191 USPQ 90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed. 
Cir. 1990) (The prior art taught carbon monoxide concentrations of "about 1- 
5%" while the claim was limited to "more than 5%." The court held that "about 
1-5%" allowed for concentrations slightly above 5% thus the ranges 
overlapped.); In re Geisler, 116 F.3d 1465, 1469-71, 43 USPQ2d 1362, 1365-66 

(Fed. Cir. 1997) (Claim reciting thickness of a protective layer as falling 
within a range of "50 to 100 Angstroms" considered prima facie obvious in 
view of prior art reference teaching that "for suitable protection, the 
thickness of the protective layer should be not less than about 10 nm [i.e., 
100 Angstroms]." The court stated that "by stating that "suitable protection' 
is provided if the protective layer is 'about' 100 Angstroms thick, [the 
prior art reference] directly teaches the use of a thickness within 

[applicant's] claimed range."). Similarly, a prima facie case of obviousness 
exists where the claimed ranges and prior art ranges do not overlap but are 
close enough that one skilled in the art would have expected them to have the 
same properties. Titanium Metals Corp. of America v. Banner, 778 F.2d 775, 
227 USPQ 773 (Fed. Cir. 1985) (Court held as proper a rejection of a claim 
directed to an alloy of "having 0.8% nickel, 0.3% molybdenum, up to 0.1% 
iron, balance titanium" as obvious over a reference disclosing alloys of 
0.75% nickel, 0.25% molybdenum, balance titanium and 0.94% nickel, 0.31% 
molybdenum, balance titanium.). Moreover, Hu et al was relied on as 
providing motivation to employ the recited temperature in view of the 
disclosed use of about 680°C 

Note that the purpose of the Wang et al process is removal of chlorine 
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which would provide guidance to one of ordinary skill in the art and lead to 
the recited temperature range through routine experimentation to achieve 
desired properties of the final device* 
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